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BEFORE THE BOARD OF P All- NT APPEALS 
AND F - LNCES 

\P il c a on Numbe 1 >4 85< 

\ -p,T t" 1 A i iu;inc-ltn-! > x ' 

REQUEST FOR REHEARING BY EXAMINEE UNDER MPEP 1214.04 

it > rc.-ooo il ; \ s - i. a J 1 <!i inc , oo^ton by the Board 1\ i > ^ . 

^ ,v , Po J • ,wA , \uu. 2010 in the abo\e kEm< Ad . , ^mmi t Hx parte 
Plans-DeUgf LughMajad Vppea No 2010401210 (BPAI May 23 2005)) be reheard on 
the <smc< vu) J \ i «. ' !\i i i 1 <- Mil r>\ " 2i !0 cw -Ad 

the reject i >i claims 8 18 19 and 23-31 uj !er JS § 103 as being 

unp.A\AAk' i«\C5 tlx •ArabnxO s> .tckr^ A Heh -a ^ B \u A Eh Unix. 

Eseb and 1 ■■h^.-k - ■■■■ ' ■ i b land! and Boyer The Board decern i^deded that 

vi i v. r i , ho 1 i i v had to be "derived/ the prior art disclosures failed 10 
mj$ n> t hv \m N! < i J d U s the Bo ouK rot is n- he 

LjCUion; hi* s ^ - f i. oi r\ee' taoi ot Si 

divl gu> i densn> o i 1 I h h - < ! " ' ^ i 1 - tdio J P a the Board aouU! 

>I u> !ls ! w ' > A! 1 ) ) u ' 



PERIOD FOR REPLY 
4>pdtan <: ihis k\\$< mmiks of 

1 ((. ! 1 J K ^1 iW tn ^ " l t < 

tended us su the : v - ' i " - ^ » " r . i ^ m ^ > N I - »w,^ 

| ! s i < 1 <- 

! | iv. ' Ot 1 i ! s J ! ! I. <. ! x v. V 

REASONS FOE THE BOARD' TO liECONSIPER 

L mm 

he Board s versed th un< ti jeetJOG 

| n ! \ v i U*\a n \Kv\ o tli< ^ rat ^ \n 

We REVERSE the rejection of claim Sunder 35 U.S.C. § 103(a) in 
I view of the combined teachings of Escb and Boyer, and Uhriaadl 

We REVERSE the rejection of claims 1 -7, 1 8, 19, and 23-29 under 
o ! s v N "»i'i* mo. x t U?e comb vx v v i i 

i j -hsn ^< « ^ 

I \\ c R.EVERSI he reject on ol ( tatffis 1 -5, 7. 8> 1 8, 19, and 23-31 

! ■> v. I n % . > ib v. ^ i I sea m 

| Boyer, 

Mijvo ' - ^ ! x S \ i > ^o- v.' c n 

e! i\ ^ ^ s ! 1 u i ] ■ 

discusseulcln\ , 1- . } <. * i c a vi\o _ m m O s Hxu 



> v i \ s. * decLsiOt B! g the grouix 

^ < s eu 

Thecldmati*su (claim I < < N to . 1 \' 



Claim 3: A precipitates 


silica which has the following physical and chemical 


properties: 




CTAB surface area 


100-2001X1% 


£>£ l / v.- i / \ U : aUl! 


Oj4 t 0§ 


DBF value 


21Q-2S9g/(i00 g), 


Sears value V7 


10-30 ml/(S g% 


Moists lave! 


4-8%, and 


Rrt»< <f>:e \aiuc \ > 


to 


BET surface : area 


0.150 to 0.370 ral/(5m 2 ). 



ILsch el aL as applied in the Examiner's grounds of rejection, discloses a 
precipitated silica having the following physiochamical properties (abstract; column i s 
lines 43-55): 



PIT s 


35 to 350 m 2 /g 


hr T TAB ^ , 


0.8 to 1.1 




1,6 to 3.4 ml/g 


S - ;:k \ > Mty (V2 « 


5 to 213 ml 






Average aggregate size 


250 to 1500 run 


CIA ^ . . . 


30 to ?50 &rf% 


DBF vaJsc 


150 to 300 mi/iOG g 


\ \ K fig \ 


0,19 to 0.46 


.HO CiAli 


1,2 t( U 



As can be seen from the extracts above, the precipitated silica compositions of the 
asuutr > a t 5 s 1 k v v< | ^ 1 * ' i ^us -ah « \ 

e he diss osure fa atio f the Sears ^ e (si! an op densit} he BET sm ce 

^.PVClllUa N\ U - s\ 1 ^ 1. 

i i } - " ' ^ \ 1 5 ~> 

> /oe ! v ^ * N ^ *>l J 

parameter. 

2, The Board « * Ibat even though the Sears Value of the prkw 
m-t md the present hsventkm were not expressed on the same basis, conversion to 
the same basis indicated overlapping ranges. 

' ^ ')- e- en ,sv ^ \k i e t< > a \ 1 ^ i .a w * 1 e J v V a \ due of the 

j ( \ u \j mn i ! u i sd t o i n x , , s at i ^ s 

\ ! <. ^ i ^ > a ' - N i ^ 1 J I tl 

d) 2 ft" 7 to 0 ;i a eslep r \c>} tV n si an invention (0.1 50 in 0.370), As such, the 
muhngns pr>)\ t h , sKmu-s -\ b ai!vio\( i\\ p i n i should 

be affirmed. 

Nonetheless, the majority opiniou finds that because Eseh et al does not explicitly 
disclose a S\ BI t , the I; Kan h er's calculation < i this mplicit value is e derh 5 ion based 

,1 i ! i ,sp t \ i t ^ t ! a m ee'voixhsoa 

. b IV * p, m < U *.<\h d 1 m-naheS\ aoo IV i whnas 

, v p > , I i 1 s ^< 1 a t > v s i u n r ! v ; 5 

dearmined psvcntb eoc ivo Med pi/iaiM! ' v ^ e i > Nueb 

ipU m li v a h < ! i <. i ' f 1 vi <. ! t a I 

observation. 

3. Use Binned did appreciate the flaws I he Weh see I 

* A : ! i . t v > * o m i 

•resui p ioi ehiehe em b\ showing of unexpectc suits Ht a d s Vppei.1 i s 

! v . s v. I ! J | 

s r ;v ad i ' t I i i si >a 



compared to ihc silica of the rumple :■ otTsch et al. 

Firstly, it bears noting that She claims of the instant invention are drawn to s 
■ utnrv^ion. not a mertwd for providing superior processing and cum!*: propertie ; 
owed rubber formulations Second Is as argued in the dissenting opinion, ii is not e 
\%bei i i i i i n ! i ^ ^ * 

with the bse^i pj mi e:f er\%r, < v , u., ska^n u \ \ ii\no< , 

elites i . t y, it b x i u i m < 1 t Wehmeiei Pec sen n m» 
commensurate in e up-. 1 ^ijh she hueae; invention as sei forth in chin? i. 1 his ookst 
\\v i i i -\ the l ? vaimnei n i \ 1 * Po.ccuon j« \uU > h i v -n i ? 
Answer: 

From the Non-final Rejection of 07/1 6/2008 (p. 18): 

^ comparison « ni> ex i tru eing s I isd imht vstent 
< i)j is Insufiiclent to eslabilsh cr;t:cal;ty over the brosci precipitated sPoa's ciaimeu 
because < ti ! only <. h specific properties,, tixsse of t - 1 are n > mora 
naeow when compared to what is claimed, feus said silica Ml is not sufficient to 
establlsn crlhcalhy over weal is broadly elected 

Furthermore, s reference should be considered as a whole, nor only based in its 
exampi< ' v< once can be sedfora /ieacnes ano I < ( . 

only the examples), in view of this, rshsnoe on only the examples, as appellants have 
done, is improper. 

From iih Examiner fofoneec o • ~ " 1 (pp. ' 



not conve eerie rate wltn the scope of the ciairns: they coruinne hy inr-icating that using 
the s is of the prese ntoo i a 

The Examiner, respectfully , srsbn-iiis thai the declaration is not ^ i u 

0 PC \i tfv , ir:0v Ct o iCo " f " - ! t t i ^ C "i if 

■in i ) t or s \ v, v m f of onoofthesf 

examples, to shew unexpected results or crif icssity of the values recited i instant 
claims. 

Co»clasit>» 

1 O* hC h ^ >i S J <> i i .IbHlK ! ^ j 

-m,',/'^, u& - ^ • 1 e) arns 1-8, 18J { > md v; -i' under 35 

ISC, e is a oru [ ^ ^erthe^omb'' . s , S v > , « n nn 

respectful!.} requested that the Board decision of August 2, 2010, in the above-idotttifte) 
application be reconsidered and that the rejection of claims 1-8, 18, 19 and 23-31 under 
St J Ui' a> ,r t Mte aable over, the combined tuUvv * e! i O oe - .Mti iJ 

RespecU dl> *»$hnuited 
J A Lorengo/ 

Priman ; xamhux UAU 1731 

Approved: 
/W. Gary Jones/ 
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